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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) n Claim(s) is/are allowed. 
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DETAILED ACTION 

It is noted tliat some of tine pending claims still depend on the cancelled claim 2 
and now cancelled claim 5. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-4,6, 9-17 and 21-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patents 4,990,542 and 5,317,033 (of record) both to Monani, et 
al., (hereinafter "Motani '542" and Motani "033") in combination with either US Patent 
4,818,451 to Aral et al., (hereinafter "Aral"), or US Patent 4,912,140 to Tusim, 
(hereinafter "Tusim"), and further in combination with EP 0915127 to BASf or WO 98/ 
51735 to BASf both of record, (hereinafter "BASF EP" and "BASF WO"). 

The rejection stands as per reasons of record (as previously applied to claim 5 
and 22). 

Claims 7-8 and 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Motani '033 or Motani '542 in combination with Aral otr Tusim and with BASF EP or 
BASF WO as applied to claims 1-3 above and further in view of US Patent 4,585,825 to 
Wesselmann, (hereinafter "Wessemann"). 



Response to Arguments 
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Applicant's arguments filed 6-26-2008 have been fully considered but they are 
not persuasive. The applicants main argument is that the process of Motani is directed 
to production of extruded foamed boards, while the claimed process is directed to the 
bead foaming process. The examiner agrees that the process disclosed in Motani is 
directed to the extrusion of foamed boards, not producing foam beads, but the rejection 
as set forth above (and the previous office action) is not over Motani or anyone of the 
cited references alone. It is specifically noted by the examiner, that the only difference 
between the claimed process and the most commonly known process of making 
expandable foam beads Is that the instant process utilized specifically claimed blowing 
agent (water) in combination with a solubilizer (and an absorbent as per dependent 
claims). All other claimed steps are nothing more than the most common steps use in 
producing expandable PS beads (as noted above). This is a well known process as 
evident, for example, from the cited reference Aral, column 4, lines 56 et seq. The 
processes of making foamed PS based articles of various size, shape or utility Is also 
well known in the art. Moreover, the applicants themselves provide an Encyclopedia 
type document that supports this position, i.e., that it is well known in the art what 
properties are exhibited by extruded foams and what properties are exhibited by the 
expandable particles, for which applications an ordinary artisan uses one and for which 
another. Thus, the combined teachings of the cited references (not anyone reference 
alone) makes the claimed process obvious by either changing the shape of articles of 
Motani (making beads that can be further expanded, which exhibit properties 
characteristic of the expandable beads for applications where such properties are 
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desired and still maintaining all of the advantages that are obtained by using the bowing 
agents of Motani), or by using such blowing agents combinations (alcohol, water and 
absorbent) of Motani (leading to improved properties as discussed in the previous office 
action) in processes of BASF, that are already directed to the production of expandable 
beads. It is expressly noted that the applicants did not even discuss the alternative 
rejection set forth in the previous office action (pages 4-5) proposing modification of 
BASF references to utilize the blowing agent compositions of Motani. 

As discussed in the previous office action, Motani expressly discloses addition of 
water, aliphatic alcohol (and absorbing agent) in addition to the blowing agent, all in the 
amounts corresponding to the claimed amounts. (See previous office action and 
illustrative examples of Motani). 

The applicants further argue that the Motani reference utilizes water as a cell 
controlling agent for the foam sheet. The applicants argue that water is combined with 
particles such as talc, calcium carbonate and silica which actually absorb the water 
creating the cell size control agent. The use of a water/particulate mixture as a cell 
control agent is quite distinct from using water and a solubilizer as a blowing agent. 
This argument is not convincing for at least the following reasons. First of all, it is 
irrelevant what a component is called or named (in the claims or references), as long as 
it is the same components utilized in the same compositions and similar processes. 
Second, even if it is absorbed by another particulate component, water will expand to 
some degree at the processing temperatures, thus actins as blowing agent. Third, it is 
noted that applicants themselves add water absorbent agents to their compositions 
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(zeolites etc.,) which will also absorb, or bind water. Thus, it appears that the water 
function would be the same or similar in either the process claimed by the applicants, or 
disclosed by Motani (which, again, is not relevant to the patentability of the claims so 
long as the same components are used in the same amounts). 

The applicants argument with respect to the disclosure of Wesselmann reference 
not relating to thermoplastic foams is also not convincing. The reference discloses how 
the properties of polystyrene (the same underlying polymer used in ALL of the other 
cited references used in rejections) vary with molecular weight variations, which are 
expected to be similar whether the polymers are foamed or not 

Thus, the rejections of claims is maintained as per reasons of record. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seldleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ Irlna S. Zemel/ Irina S. Zemel 

Primary Examiner, Art Unit 1796 Primary Examiner 

Art Unit 1796 

ISZ 



